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DETAILED ACTION 



Election/Restrictions 

1 . Applicant's election without traverse of claims 1 -26 and 29-30 in the reply filed on 
06/16/2008 is acknowledged. Claims 27 and 28 are withdrawn from further 
consideration as being drawn to a nonelected invention. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, 
reads as follows: 

Descriptive material can be characterized as either "functional descriptive material" or "nonfunctional 
descriptive material." In this context, "functional descriptive material" consists of data structures and 
computer programs which impart functionality when employed as a computer component. (The 
definition of "data structure" is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of Electrical and 
Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but is not limited 
to music, literary works and a compilation or mere arrangement of data. 

When functional descriptive material is recorded on some computer-readable medium it becomes 
structurally and functionally interrelated to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be realized. Compare In re Lowry, 32 
F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data structure stored on a 
computer readable medium that increases computer efficiency held statutory) and Warmerdam, 33 
F.3d at 1 360-61 , 31 USPQ2d at 1 759 (claim to computer having a specific data structure stored in 
memory held statutory product-by-process claim) with Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held nonstatutory). 

In contrast, a claimed computer-readable medium encoded with a computer program is a computer 
element which defines structural and functional interrelationships between the computer program and 
the rest of the computer which permit the computer program's functionality to be realized, and is thus 
statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 
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Claims 29-30 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claims 29-30 defines a program 
embodying functional descriptive material. However, the claim does not define a 
computer-readable medium or memory and is thus non-statutory for that reason (i.e., 
"When functional descriptive material is recorded on some computer-readable medium 
it becomes structurally and functionally interrelated to the medium and will be statutory 
in most cases since use of technology permits the function of the descriptive material to 
be realized" - Guidelines Annex IV). That is, the scope of the presently claimed 
program can range from paper on which the program is written, to a program simply 
contemplated and memorized by a person. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 6 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. According to claim 6, a user purchases an arbitrary 
content and subsequently receives a first identification code: ". . . when a user who 
receives the broadcast program purchases an arbitrary content, the reception means 
receives a first identification code . . ." However, claim 6 goes on to state that the first 
identification code is transmitted by the user when the user wishes to purchase the 
arbitrary content: ". . . in response to an instruction to purchase the arbitrary content, 
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the transmission means transmits the first identification code together with purchase 
request information . . ." This limitation implies that the user has possession of the 
identification code before making the purchase request. Claims 6 and 16 will be 
examined under the assumption that the user possesses the identification code before 
the purchase request is made, as is consistent with claim 1 and the specification. 

4. Claims 29-30 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 29 and 30 are vague because a program 
cannot comprise structural elements such as a transmission means and reception 
means. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 25 and 29 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Gerszberg et al., US Patent No 6,178,446 in view of Paul et al., US Pub No 
2003/0172108 and further in view of Garcia, US Patent No 5,510,832. 

As to claim 1 Gerszberg et al. disclose an information processing apparatus 
comprising: transmission means for transmitting request information, the request 
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information requesting related information related to a content in a broadcast program 
being received (Abstract; col. 8 line 59 - col. 9 line 9); reception means for receiving the 
related information corresponding to the request information, and an identification code 
indicative of a right to receive a particular service upon purchase of a content (col. 9 
lines 35-58 - a subscriber receives related information and an electronic coupon. Since 
the coupon is electronic, it is an identification code, and coupons contain a right to 
receive a service upon purchase of content.); storage means for storing the 
identification code which has been received (col. 9 lines 52-56); and display means for 
displaying the related information (Fig. 9A: 422; Fig. 1: 10). 

Gerszberg et al. fail to disclose that the request information is transmitted 
continuously at a particular interval. However, in an analogous art, Paul et al. disclose 
continuously transmitting additional data requests at a particular interval (Paragraph 
42). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the invention of Gerszberg et al. with the teachings of Paul et al. by 
continuously transmitting additional data requests. The rationale for this modification 
would have been to continually request and receive updated information from the 
server. All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in 
their respective functions, and the combination would have yielded predictable results to 
one of ordinary skill in the art at the time of the invention. 

The combined system of Gerszberg and Paul fail to disclose storage means for 
storing the related information, and that the display means displays the related 
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information stored in the storage means. However, in an analogous art, Garcia 
discloses a system which receives data over a network, stores the data in a buffer, and 
subsequently displays the data (col. 10 line 66 to col. 1 1 line 6). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
combined system of Gerszberg and Paul with the teachings of Garcia by storing the 
received additional information in a buffer. The rationale for this modification would 
have been to buffer data as it is received, thus allowing for persistent display of the 
received information. 

As to claims 25 and 29 see similar rejection to claim 1 . The method of claim 25 
and the program of claim 29 correspond to the apparatus of claim 1 . Therefore claims 
25 and 29 have been analyzed and rejected. 

7. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al. in view of Garcia, as applied to claim 1 above, and 
further in view of Maritzen et al., US Pub No 2002/0026419. 

As to claim 2 the combined system of Gerszberg, Paul and Garcia fail to 
disclose the information processing apparatus according to claim 1, wherein the 
transmission means transmits the identification code together with purchase request 
information requesting purchase of a content, and the reception means receives content 
data corresponding to the purchase request information, as well as additional data 
corresponding to the identification code. 
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However, in an analogous art, Maritzen et al. disclose a system where television 
viewers can utilize a digital coupon to receive a discount on purchases, and that these 
coupons are "clipped" after a purchase (Paragraph 61). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul and Garcia with the 
teachings of Maritzen by transmitting coupons with purchase requests and 
subsequently receiving the purchased content as well as a clipped coupon (i.e. 
additional data corresponding to the identification code). The rationale for this 
modification would have been to enable viewers to instantly purchase items, receive a 
discount on those items, and to enable servers to "clip" the coupons for limited use 
during subsequent transactions. All the claimed elements were known in the prior art 
and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of the invention. 

As to claim 3 the combined system of Gerszberg, Paul and Garcia disclose the 
information processing apparatus according to claim 1, wherein the transmission means 
transmits user identification information to identify a user (Gerszberg col. 8 lines 33-36). 

The combined system of Gerszberg, Paul and Garcia fail to disclose transmitting 
purchase request information requesting purchase of a content and the identification 
code. However, in an analogous art, Maritzen et al. disclose a system where television 
viewers can utilize a digital coupon to receive a discount on purchases, and that these 
coupons are "clipped" after a purchase (Paragraph 61). 
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8. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al. in view of Garcia, as applied to claim 1 above, and 
further in view of Leonard et al., US Pub No 2002/0046109. 

As to claim 4 the combined system of Gerszberg, Paul and Garcia fails to 
disclose the information processing apparatus according to claim 1, wherein the 
reception means receives plural identification codes each being the identification code, 
and the transmission means transmits purchase request information requesting 
purchase of a content, and the plural identification codes. 

However, in an analogous art, Leonard et al. disclose applying a plurality of e- 
coupons to a single purchase (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul and Garcia with the 
teachings of Leonard et al. by receiving plural coupons from the server and transmitting 
these plural coupons with a purchase request. The rationale for this modification would 
have been to enable subscribers to benefit from larger discounts on purchases. All the 
claimed elements were known in the prior art and one skilled in the art could have 
combined the elements as claimed by known methods with no change in their 
respective functions, and the combination would have yielded predictable results to one 
of ordinary skill in the art at the time of the invention. 

As to claim 5 the combined system of Gerszberg, Paul, Garcia and Leonard 
disclose the information processing apparatus according to claim 4, wherein the plural 
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identification codes transmitted by the transmission means are those that can be used 
for a purpose of purchase indicated by the purchase request information, among the 
plural identification codes received by the reception means (Leonard Abstract). 

9. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al. in view of Garcia, as applied to claim 1 above, and 
further in view of Maritzen et al., US Pub No 2002/002641 9 in view of Giuliani et al., US 
Patent No 5,974,399. 

As to claim 6 the combined system of Gerszberg, Paul and Garcia disclose the 
information processing apparatus according to claim 1, wherein when a user who 
receives the broadcast program purchases an arbitrary content, the reception means 
receives a first identification code indicative of a right to allow the user to receive a 
particular service, the storage means stores the first identification code which has been 
received by the reception means (Gerszberg col. 9 lines 52-56), the display means 
displays the related information. (Gerszberg Abstract; col. 8 line 59 - col. 9 line 9; col. 9 
lines 35-58 - a subscriber receives related information and a coupon). 

Garcia discloses a system which receives data over a network, stores the data in 
a buffer, and subsequently displays the data (col. 10 line 66 to col. 1 1 line 6). 

The combined system of Gerszberg, Paul and Garcia fails to disclose that, in 
response to an instruction to purchase the arbitrary content, the transmission means 
transmits the first identification code together with purchase request information 
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requesting purchase of the arbitrary content, and the reception means receives content 
data corresponding to the purchase request information. 

However, in an analogous art, Maritzen et al. disclose a system where television 
viewers can utilize a digital coupon to receive a discount on purchases, and that these 
coupons are "clipped" after a purchase (Paragraph 61). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg Paul and Garcia with the 
teachings of Maritzen by transmitting coupons with purchase requests and 
subsequently receiving the purchased content as well as a clipped coupon (i.e. 
additional data corresponding to the identification code). The rationale for this 
modification would have been to enable viewers to instantly purchase items, receive a 
discount on those items, and to enable servers to "clip" the coupons for limited use 
during subsequent transactions. 

The combined system of Gerszberg, Paul and Garcia and Maritzen fail to 
disclose that the reception means receives a second identification code indicative of a 
right to allow the user to receive a particular service when the user further purchases a 
content. 

However, in an analogous art, Giuliani et al. disclose that receiving a coupon 
upon purchasing a particular item was known in the art at the time of the invention (col. 
1 lines 29-35). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Garcia and Maritzen with 
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the teachings of Giuliani et al. by supplying a subscriber with a second coupon upon 
purchase of an item. The rationale for this modification would have been to entice a 
subscriber to make further purchases, possibly of related items. 

As to claim 7 the combined system of Gerszberg, Paul, Garcia, Maritzen and 
Giuliani disclose the information processing apparatus according to claim 6, wherein the 
reception means receives the content data, the second identification code, and 
additional data corresponding to the first identification code (Maritzen Paragraph 61 
discloses a system where television viewers can utilize a digital coupon to receive a 
discount on purchases, and that these coupons are "clipped" after a purchase); 
receiving a second identification code (Giuliani et al. col. 1 lines 29-35). 

As to claim 8 the combined system of Gerszberg, Paul, Garcia, Maritzen and 
Giuliani disclose the information processing apparatus according to claim 6, wherein the 
transmission means transmits user identification information to identify the user. 
(Gerszberg col. 8 lines 33-36); the transmission means transmits the purchase request 
information and the first identification code (Maritzen Paragraph 61 - coupons are used 
to purchase content, thus coupons and purchase requests are transmitted). 

10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg, Paul, Garcia, Maritzen and Giuliani, as applied to claim 6 above, and further 
in view of Leonard et al., US Pub No 2002/0046109. 

As to claim 9 the combined system of Gerszberg, Paul, Garcia, Maritzen and 
Giuliani disclose the information processing apparatus according to claim 6, wherein the 
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transmission means transmits the first identification codes, and the reception means 
receives the content data, the second identification code, and additional data 
corresponding to the first identification code (Maritzen Paragraph 61; Giuliani col. 1 lines 
29-35). 

The combined system of Gerszberg, Paul, Garcia, Maritzen and Giuliani fail to 
disclose a plurality of identification codes. 

However, in an analogous art, Leonard et al. disclose applying a plurality of e- 
coupons to a single purchase (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Garcia, Maritzen and 
Giuliani with the teachings of Leonard et al. by receiving plural coupons from the server, 
transmitting these plural coupons with a purchase request, and clipping these plural 
coupons. The rationale for this modification would have been to enable subscribers to 
benefit from larger discounts on purchases. All the claimed elements were known in the 
prior art and one skilled in the art could have combined the elements as claimed by 
known methods with no change in their respective functions, and the combination would 
have yielded predictable results to one of ordinary skill in the art at the time of the 
invention. 

1 1 . Claims 1 0, 26 and 30 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Gerszberg et al., US Patent No 6,178,446 in view of Paul et al., US Pub No 
2003/0172108. 
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As to claim 10 Gerszberg et al. disclose an information processing apparatus 
comprising: storage means for storing related information related to a content in a 
broadcast program received by a communication device (Fig. 6: 256; col. 8 lines 15-22); 
reception means for receiving request information requesting the related information 
from the communication device (Fig. 6: 254; col. 8 lines 15-33; col. 9 lines 10-52); and 
transmission means for transmitting the related information to the communication device 
in response to the request information received by the reception means (Fig. 6: 258; col. 
9 lines 10-52), and transmitting an identification code indicative of a right to allow a user 
of the communication device to receive a particular service when the user purchases a 
content (col. 9 lines 50-55 - server sends users a coupon, i.e. an identification code 
indicative of a right to receive a particular service when the user purchases a content). 

Gerszberg et al. fail to disclose that the request information is transmitted 
continuously at a particular interval. 

However, in an analogous art, Paul et al. disclose continuously transmitting 
additional data requests at a particular interval (Paragraph 42). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the invention of Gerszberg et al. with the teachings of Paul et al. by 
continuously transmitting additional data requests. The rationale for this modification 
would have been to continually request and receive updated information from the 
server. All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in 
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their respective functions, and the combination would have yielded predictable results to 
one of ordinary skill in the art at the time of the invention. 

As to claims 26 and 30 see similar rejection to claim 10. The method of claim 
26 and the program of claim 30 correspond to the apparatus of claim 10. Therefore 
claims 26 and 30 have been analyzed and rejected. 

12. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al., as applied to claim 10 above, and further in view 
of Pocock et al., US Patent No 5,014,125. 

As to claim 11 the combined system of Gerszberg and Paul fail to disclose the 
information processing apparatus according to claim 10, wherein the transmission 
means transmits one identical identification code as the identification code during a 
particular time band. 

However, in an analogous art, Pocock et al. disclose transmitting coupons to 
viewers who are watching a particular commercial, where the coupon offers a discount 
on the product being advertised (col. 17 lines 3-14). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg and Paul with the teachings of 
Pocock et al. by providing coupons that relate to products being advertised, thus 
transmitting one identical coupon (i.e. identification code) during a particular time band 
(i.e. the time during which the commercial is being broadcast). The rationale for this 
modification would have been to provide users with relevant coupons in order to entice 
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them to purchase the advertised product. All the claimed elements were known in the 
prior art and one skilled in the art could have combined the elements as claimed by 
known methods with no change in their respective functions, and the combination would 
have yielded predictable results to one of ordinary skill in the art at the time of the 
invention. 

1 3. Claims 12,15 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al., as applied to claim 10 above, and further in view 
of Maritzen et al., US Pub No 2002/0026419. 

As to claim 12 the combined system of Gerszberg and Paul disclose the 
information processing apparatus according to claim 10, wherein the reception means 
receives user identification information, from the communication device (Gerszberg col. 
8 lines 33-36). 

The combined system of Gerszberg and Paul fail to disclose that the apparatus 
receives purchase request information requesting purchase of a content and the 
identification code, and that the transmission means transmits content data 
corresponding to the purchase request information, and additional data corresponding 
to the identification code, to the communication device, and the information processing 
apparatus further comprises management means for managing transmission of the 
additional data by the transmission means, for every item of the user identification 
information. 
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However, in an analogous art, Maritzen et al. disclose a system where television 
viewers can utilize a digital coupon to receive a discount on purchases, that these 
coupons are "clipped" after a purchase, and that a server manages the clipping and 
transmission of individual viewer's coupons (i.e. for every item of the user identification 
information) (Paragraph 61). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg and Paul with the teachings of 
Maritzen by transmitting coupons with purchase requests and subsequently receiving 
the purchased content as well as a clipped coupon (i.e. additional data corresponding to 
the identification code), and to manage the clipping and transmission of the coupons on 
a server apparatus. The rationale for this modification would have been to enable 
viewers to instantly purchase items, receive a discount on those items, and to enable 
servers to "clip" the coupons for limited use during subsequent transactions 

As to claim 15 The combined system of Gerszberg Paul and Maritzen disclose 
that the transmission means transmits the additional data concerning the service 
provided by use of the service provider identification information (Maritzen Paragraph 
61 - coupons are "clipped" after a purchase, i.e. supplied with additional data 
concerning the service provided by use of service provider information). 

The combined system of Gerszberg Paul and Maritzen fail to disclose the 
information processing apparatus according to claim 12, wherein the identification code 
includes service provider identification information to identify a service provider who 
provides a particular service when the user purchases a content, and the transmission 
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means transmits the additional data concerning the service provided by use of the 
service provider identification information. 

However, Examiner takes official notice of the fact that identification codes which 
include service provider identification information to identify a service provider who 
provides a particular service when the user purchases a content (in other words, a 
coupon which identifies the company and product for which the discount can be 
received) was well known in the art at the time of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg Paul and Maritzen by including 
service provider information that identifies a service provider who provides a particular 
service. The rationale for this modification would have been to allow a user to know 
where the coupon could be used, and for which products the discount could be 
received. All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in 
their respective functions, and the combination would have yielded predictable results to 
one of ordinary skill in the art at the time of the invention. 

14. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al. in view of Maritzen et al., as applied to claim 12 
above, and further in view of Leonard et al., US Pub No 2002/0046109. 

As to claim 13 the combined system of Gerszberg, Paul and Maritzen fail to 
disclose the information processing apparatus according to claim 12, wherein the 
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transmission means transmits the additional data, corresponding to the number of 
identification codes each being the identification code. 

However, in an analogous art, Leonard et al. disclose applying a plurality of e- 
coupons to a single purchase (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul and Maritzen with the 
teachings of Leonard et al. by receiving plural coupons from the server, transmitting 
these plural coupons with a purchase request, and to have the server clip each of the 
plurality of coupons, thus transmitting additional data corresponding to the number of 
coupons received. The rationale for this modification would have been to enable 
subscribers to benefit from larger discounts on purchases. All the claimed elements 
were known in the prior art and one skilled in the art could have combined the elements 
as claimed by known methods with no change in their respective functions, and the 
combination would have yielded predictable results to one of ordinary skill in the art at 
the time of the invention. 

15. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al. in view of Maritzen et al., as applied to claim 12 
above, and further in view of Holman, US Patent No 5,287,181 . 

As to claim 14 the combined system of Gerszberg, Paul and Maritzen fail to 
disclose the information processing apparatus according to claim 12, wherein the 
identification code includes information indicative of an expiration limit, and the 
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transmission means transmits the additional data, corresponding to the identification 
code which has not expired yet. 

However, in an analogous art, Holman discloses electronic coupons which 
contain expiration dates (fig. 5: 252 and 270; col. 14 lines 35-56). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul and Maritzen with the 
teachings of Holman by including expiration dates in the coupons. The rationale for this 
modification would have been to limit the time frames in which coupons can be used, 
thus making the promotion valid for a certain period only. All the claimed elements were 
known in the prior art and one skilled in the art could have combined the elements as 
claimed by known methods with no change in their respective functions, and the 
combination would have yielded predictable results to one of ordinary skill in the art at 
the time of the invention. 

the combined system of Gerszberg Paul, Maritzen and Holman fail to disclose 
that the transmission means transmits the additional data, corresponding to the 
identification code which has not expired yet. 

However, examiner takes official notice of the fact that only transmitting coupons 
which have not yet expired was well known in the art at the time of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg Paul, Maritzen and Holman by 
only transmitting unexpired coupons. The rationale for this modification would have 
been to ensure that viewers only receive coupons which can be used. All the claimed 
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elements were known in the prior art and one skilled in the art could have combined the 
elements as claimed by known methods with no change in their respective functions, 
and the combination would have yielded predictable results to one of ordinary skill in the 
art at the time of the invention. 

16. Claims 16,18 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Gerszberg et al. in view of Paul et al., as applied to claim 10 above, and further in view 
of Maritzen et al., US Pub No 2002/0026419 in view of Giuliani et al., US Patent No 
5,974,399. 

As to claim 16 the combined system of Gerszberg and Paul disclose the 
information processing apparatus according to claim 10, wherein when a user who 
receives the broadcast program purchases an arbitrary content, the transmission means 
transmits a first identification code indicative of a right to allow the user to receive a 
particular service together with the related information corresponding to the request 
information (Gerszberg Fig. 6: 258; col. 9 lines 10-52; col. 9 lines 50-55 - server sends 
users a coupon, i.e. an identification code indicative of a right to receive a particular 
service when the user purchases a content). 

The combined system of Gerszberg and Paul fail to disclose that the reception 
means receives the first identification code together with purchase request information 
requesting purchase of the arbitrary content, and the transmission means transmits, 
together with content data corresponding to the purchase request information, a second 
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identification code indicative of a right to allow the user to receive a particular service 
when the user further purchase a content. 

However, in an analogous art, Maritzen et al. disclose a system where television 
viewers can utilize a digital coupon to receive a discount on purchases, and that these 
coupons are "clipped" after a purchase (Paragraph 61). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg and Paul with the teachings of 
Maritzen by receiving coupons along with purchase requests, and sending the 
purchased content to the user. The rationale for this modification would have been to 
enable viewers to instantly purchase items for which they have seen advertisements 
and requested additional information. 

The combined system of Gerszberg Paul and Maritzen fail to disclose that the 
transmission means transmits a second identification code indicative of a right to allow 
the user to receive a particular service when the user further purchase a content. 

However, in an analogous art, Giuliani et al. disclose that receiving a coupon 
upon purchasing a particular item was known in the art at the time of the invention (col. 
1 lines 29-35). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg Paul and Maritzen with the 
teachings of Giuliani et al. by supplying a subscriber with a second coupon upon 
purchase of an item. The rationale for this modification would have been to entice a 
subscriber to make further purchases, possibly of related items. All the claimed 
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elements were known in the prior art and one skilled in the art could have combined the 
elements as claimed by known methods with no change in their respective functions, 
and the combination would have yielded predictable results to one of ordinary skill in the 
art at the time of the invention. 

As to claim 18 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
disclose the information processing apparatus according to claim 16, wherein the 
reception means receives the user identification information to identify the user 
(Gerszberg col. 8 lines 33-36); and that the transmission means transmits the content 
data and additional data corresponding to the first identification code, and the 
information processing apparatus further comprises management means for managing 
transmission of the additional data by the transmission means, for every item of the user 
identification information (Maritzen Paragraph 61 discloses a system where television 
viewers can utilize a digital coupon to receive a discount on purchases, that these 
coupons are "clipped" after a purchase, and that a server manages the clipping and 
transmission of individual viewer's coupons (i.e. for every item of the user identification 
information) ). 

17. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg, Paul, Maritzen and Giuliani, as applied to claim 16 above, and further in 
view of Pocock et al., US Patent No 5,014,125. 

As to claim 17 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
fail to disclose the information processing apparatus according to claim 16, wherein the 
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transmission means transmits one identical first identification code as the first 
identification code during a particular time band. 

However, in an analogous art, Pocock et al. disclose transmitting coupons to 
viewers who are watching a particular commercial, where the coupon offers a discount 
on the product being advertised (col. 17 lines 3-14). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Maritzen and Giuliani with 
the teachings of Pocock et al. by providing coupons that relate to products being 
advertised, thus transmitting one identical coupon (i.e. identification code) during a 
particular time band (i.e. the time during which the commercial is being broadcast). The 
rationale for this modification would have been to provide users with relevant coupons in 
order to entice them to purchase the advertised product. All the claimed elements were 
known in the prior art and one skilled in the art could have combined the elements as 
claimed by known methods with no change in their respective functions, and the 
combination would have yielded predictable results to one of ordinary skill in the art at 
the time of the invention. 

18. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg, Paul, Maritzen and Giuliani, as applied to claim 18 above, and further in 
view of Leonard et al., US Pub No 2002/0046109. 

As to claim 19 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
fail to disclose the information processing apparatus according to claim 18, wherein the 
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transmission means transmits the additional data, corresponding to the number of first 
identification codes each being the first identification code. 

However, in an analogous art, Leonard et al. disclose applying a plurality of e- 
coupons to a single purchase (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Maritzen and Giuliani with 
the teachings of Leonard et al. by receiving plural coupons from the user with a 
purchase request and to clip each of the plurality of coupons, thus transmitting 
additional data corresponding to the number of coupons received. The rationale for this 
modification would have been to enable subscribers to benefit from larger discounts on 
purchases. 

19. Claims 20, 21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gerszberg, Paul, Maritzen and Giuliani, as applied to claim 16 above, and further 
in view of Holman, US Patent No 5,287,181 . 

As to claim 20 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
fails to disclose the information processing apparatus according to claim 16, wherein the 
first identification code includes information indicative of an expiration limit. 

However, in an analogous art, Holman discloses electronic coupons which 
contain expiration dates (fig. 5: 252 and 270; col. 14 lines 35-56). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Maritzen and Giuliani with 
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the teachings of Holman by including expiration dates in the coupons. The rationale for 
this modification would have been to limit the time frames in which coupons can be 
used, thus making the promotion valid for a certain period only. All the claimed 
elements were known in the prior art and one skilled in the art could have combined the 
elements as claimed by known methods with no change in their respective functions, 
and the combination would have yielded predictable results to one of ordinary skill in the 
art at the time of the invention. 

As to claim 21 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
fail to disclose the information processing apparatus according to claim 16, wherein the 
first identification code includes service provider identification information to identify a 
service provider who provides a particular service when the user purchases a content. 

However, Examiner takes official notice of the fact that identification codes which 
include service provider identification information to identify a service provider who 
provides a particular service when the user purchases a content (in other words, a 
coupon which identifies the company and product for which the discount can be 
received) was well known in the art at the time of the invention. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify combined system of Gerszberg, Paul, Maritzen and Giuliani by 
including service provider information that identifies a service provider who provides a 
particular service. The rationale for this modification would have been to allow a user to 
know where the coupon could be used, and for which products the discount could be 
received. 
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As to claim 23 combined system of Gerszberg, Paul, Maritzen and Giuliani fail 
to disclose the information processing apparatus according to claim 21, wherein the 
second identification code includes service provider identification information different 
from the service provider identification information. 

However, Examiner takes official notice of the fact that it would have been 
obvious to one of ordinary skill in the art at the time of the invention that this second 
coupon could be for another product, from another service provider, and thus would 
have service provider identification information that is different from the first 
identification code. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify combined system of Gerszberg, Paul, Maritzen and Giuliani by 
having the second identification code (coupon) be for another service provider. The 
rationale for this modification would have been to allow for vendors to offer discounts on 
a wide variety of products, instead of only those products from a single service provider. 

20. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg, Paul, Maritzen and Giuliani, as applied to claim 21 above, and further in 
view of Von Kohorn, US Patent No 5,128,752. 

As to claim 22 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
fail to disclose the information processing apparatus according to claim 21 , wherein the 
first identification code is authenticated based on the service provider identification 
information. 
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However, in an analogous art, Von Kohorn discloses authenticating coupons 
based on redemption information contained therein (claim 11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Maritzen and Giuliani with 
the teachings of Von Kohorn by authenticating the coupons based on service provider 
identification information (which is a type of coupon redemption information). The 
rationale for this modification would have been to ensure that coupons are not forged. 
All the claimed elements were known in the prior art and one skilled in the art could 
have combined the elements as claimed by known methods with no change in their 
respective functions, and the combination would have yielded predictable results to one 
of ordinary skill in the art at the time of the invention. 

21 . Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerszberg, Paul, Maritzen and Giuliani, as applied to claim 16 above, and further in 
view of Maeda, US Pub No 20030003431 . 

As to claim 24 the combined system of Gerszberg, Paul, Maritzen and Giuliani 
fail to disclose the information processing apparatus according to claim 16, wherein the 
second identification code is a dummy track. 

However, Maeda discloses storing data in a music track (i.e. a dummy track) 
(Paragraph 104). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined system of Gerszberg, Paul, Maritzen and Giuliani with 
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the teachings of Maeda by storing coupon information in a dummy track. The rationale 
for this modification would have been to place the coupons in an existing data file (i.e. a 
music track). All the claimed elements were known in the prior art and one skilled in the 
art could have combined the elements as claimed by known methods with no change in 
their respective functions, and the combination would have yielded predictable results to 
one of ordinary skill in the art at the time of the invention. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HANCE whose telephone number is 
(571)270-5319. The examiner can normally be reached on M-F 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Grant can be reached on (571)272-7294. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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